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DETAILED ACTION 

Response to Amendment 

1 . Acknowledgement is made of tine Amendment filed 01/30/2009, wherein claim 4 
has been amended and new claims 11 and 12 have been added. Claims 1-12 are 
pending in this application. 

Claim Objections 

2. Claims 7 and 12 are objected to because of the following informalities: In claim 
7, lines 2 and 3, the term "compound" is in improper form. In claim 12, last line, the 
phrase "an alkyi group" should be preceded with "or". Appropriate correction is 
required. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 
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2. Ascertaining tlie differences between the prior art and tlie claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. Claims 1-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Waki (WO 99/52966) in view of Hendi (EP 0,790,281 B1). Notes: Document US 
7,008,994 B1 is being relied upon as an Englisli equivalent of tlie document WO 

99/52966. 

Regarding claims 1-3. 5-9. 11 and 12: 

6. Regarding the limitations set forth in these claims, Waki teaches aqueous 
pigment dispersion, process for producing the same, and water-based ink comprising 
the same (Title). The process comprises kneading a mixture containing a styrene- 
(meth)acrylic acid resin (col. 3, lines 58-67), a pigment, and a high-boiling solvent, 
followed by dispersing the mixture in an aqueous medium (Examples 1-2). The pigment 
comprises quinacridone-based pigments such as pigment red 1 12 (col. 4, line 61 ). The 
resin has an acid value of 30-300 and a Mn of 2,000-20,000 (col. 4, line 21 ). It is 
reasonable to expect such molecular weight to overlap the claimed range. In an 
example, the resin is a styrene-acrylic acid copolymer with a styrene/acrylic acid weight 
ratio of 88/12 (Example 1). Such resin is expected to have a Tg higher than 90°C since 
the Tg's of styrene homopolymer and acrylic acid homopolymer are both much greater 
than 90°C . The solvent comprises those often used as humectants (col. 7, lines 16-29). 
The resin is neutralized with an organic amine during or after the kneading step (col. 5, 
lines 53-67). The pigment dispersion is used in numerous formulations, including 
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coating and inks. Also disclosed is an aqueous ink comprising the pigment dispersion, 
wherein the ink is an ink-jet ink (col. 10, lines 34-67; col. 11, lines 1-17). 

7. Clearly, Waki teaches all the limitations set forth in these claims but fails to teach 
a phthalimidomethvlauinacridone-based compound and a auinacridonesulfonic acid- 
based compound, and it uses an organic amine instead of an alkali metal hydroxide. 

8. Regarding the claimed alkali metal hydroxide, it would have been obvious to a 
person having ordinary skill in the art at the time the invention was made to have 
modified the method taught by Waki by replacing the organic amine with another base 
such as an alkali metal hydroxide for neutralizing the carboxylic acid groups of the resin 
since organic amine and alkali metal hydroxide are functionally equivalent and can be 
used interchangeably for the purpose of neutralizing carboxylic acid groups and since 
such replacement would not be expected to result in any critical impact to the 
dispersion. 

9. Regarding the claimed phthalimidomethylquinacridone-based compound and 
quinacridonesulfonic acid-based compound, Hendi teaches a pigment composition 
comprising a pigment and additives that include a phthalimidomethylquinacridone and a 
pyrazolylmethylquinacridone [0001]. These two compounds are represented by the 
following structures [0006-0010]: 
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and wherein R' is H, CI, or C1-C4 all<yl; R1, R2, R3 are independently H, halogen, 
unsubstituted CI -CI 8 alkyi, and other groups not listed here; M is H, NH4, or metal 
cation; n is 1 , 2, 3 or 4; x is an integer from 0 to 2; and y is 1 , 2, 3 or 4. These two 
compounds read on the two claimed compounds. [Motivations] Hendi aslo discloses 
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that these additives provide improved rheology to pigment compositions and enhanced 
saturation in coating containing the pigment compositions [0001]. Further, the presence 
of these additives in a pigment dispersion unexpectedly results in a reduction in 
viscosity [0005]. 

10. Since both Waki and Hendi are directed to methods of preparing pigment 
dispersion, and considering the benefits of the additives taught by Hendi, it would have 
been obvious to a person having ordinary skill in the art at the time the invention was 
made to have included these additives in the kneading step taught by Waki so that the 
rheology characteristics of the dispersion mixture can be improved (e.g., lower viscosity) 
and the color properties (i.e., strength, hue, gloss,...) can be enhanced. 

Regarding claim 4: 

1 1 . Regarding the limitations set forth in this claim, the method of claim 1 has been 
shown to be unpatentable over Waki in view of Hendi as discussed above. Waki 
discloses in one example a kneading mixture wherein the content of the resin relative to 
the pigment is 40% (Example 2). However, in all examples, the kneading mixture has 
very low solvent content (Examples 1-2). Thus, Waki differs from the claimed invention 
in that the disclosed kneading mixture has a lower content of humectant and higher 
solids content . Nevertheless, it would have been obvious to a person having ordinary 
skill in the art at the time the invention was made to have lowered the solids content of 
the disclosed kneading mixture by increasing the solvent content so as to further reduce 
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the kneading viscosity in order to make it easier to knead the mixture and to obtain 
more uniform distribution of the pigment particle size. 

Regarding claim 10: 

12. Regarding the limitations set forth in this claim, Waki teaches water-based ink-jet 
ink comprising the disclosed pigment dispersion as discussed above. Waki fails to teach 
a thermal jet type printer . However, since the prior art teaches an aqueous ink for 
general Inkjet printing and it does not teach against thermal Inkjet printing, it would have 
been obvious to a person having ordinary skill in the art the time the invention was 
made to have employed a thermal Inkjet printer for printing the ink taught by Waki as 
this type of Inkjet printer is popular and readily available. 

Response to Arguments 

1 3. Applicant's arguments, see Remarks, pages 5-8, filed 01/30/2009, with respect to 
the rejection(s) of claim(s) 1-10 under 35 U.S.C. 102(b) as being anticipated by Doi et 
al. (JP 2004/091590 A) have been fully considered and are persuasive. Therefore, the 
rejection has been withdrawn. However, upon further consideration, a new ground(s) of 
rejection is made in view of newly found prior art references. Since the applicants has 
perfected their priority to 07/31/2003 while Doi was published on 03/25/2004, Doi is 
disqualified as a prior art reference against the instant invention. However, the present 
claims are unpatentable over the newly found prior art references as set forth above. 
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Conclusion 

14. Applicant's amendment necessitated tine new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 



Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vu Nguyen whose telephone number is (571)270-5454. 
The examiner can normally be reached on M-F 7:30-5:00 (Alternating Friday Off). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on 571-272-1 114. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/David Wu/ 

Supervisory Patent Examiner, Art Unit 1796 



Vu Nguyen 
Examiner 
Art Unit 1796 



